
185 

U.S. Patent and Trademark Office, Commerce § 1.953 

where the supplemental response is ac-
companied by a showing of sufficient 
cause why the supplemental response 
should be entered. The showing of suffi-
cient cause must include: 

(1) An explanation of how the re-
quirements of § 1.111(a)(2)(i) are satis-
fied; 

(2) An explanation of why the supple-
mental response was not presented to-
gether with the original response to 
the Office action; and 

(3) A compelling reason to enter the 
supplemental response. 

[72 FR 18906, Apr. 16, 2007] 

§ 1.947 Comments by third party re-
quester to patent owner’s response 
in inter partes reexamination. 

Each time the patent owner files a 
response to an Office action on the 
merits pursuant to § 1.945, a third party 
requester may once file written com-
ments within a period of 30 days from 
the date of service of the patent own-
er’s response. These comments shall be 
limited to issues raised by the Office 
action or the patent owner’s response. 
The time for submitting comments by 
the third party requester may not be 
extended. For the purpose of filing the 
written comments by the third party 
requester, the comments will be con-
sidered as having been received in the 
Office as of the date of deposit specified 
in the certificate under § 1.8. 

§ 1.948 Limitations on submission of 
prior art by third party requester 
following the order for inter partes 
reexamination. 

(a) After the inter partes reexamina-
tion order, the third party requester 
may only cite additional prior art as 
defined under § 1.501 if it is filed as part 
of a comments submission under § 1.947 
or § 1.951(b) and is limited to prior art: 

(1) which is necessary to rebut a find-
ing of fact by the examiner; 

(2) which is necessary to rebut a re-
sponse of the patent owner; or 

(3) which for the first time became 
known or available to the third party 
requester after the filing of the request 
for inter partes reexamination pro-
ceeding. Prior art submitted under 
paragraph (a)(3) of this section must be 
accompanied by a statement as to 
when the prior art first became known 

or available to the third party re-
quester and must include a discussion 
of the pertinency of each reference to 
the patentability of at least one claim. 

(b) [Reserved] 

§ 1.949 Examiner’s Office action clos-
ing prosecution in inter partes reex-
amination. 

Upon consideration of the issues a 
second or subsequent time, or upon a 
determination of patentability of all 
claims, the examiner shall issue an Of-
fice action treating all claims present 
in the inter partes reexamination, which 
may be an action closing prosecution. 
The Office action shall set forth all re-
jections and determinations not to 
make a proposed rejection, and the 
grounds therefor. An Office action will 
not usually close prosecution if it in-
cludes a new ground of rejection which 
was not previously addressed by the 
patent owner, unless the new ground 
was necessitated by an amendment. 

§ 1.951 Options after Office action clos-
ing prosecution in inter partes reex-
amination. 

(a) After an Office action closing 
prosecution in an inter partes reexam-
ination, the patent owner may once file 
comments limited to the issues raised 
in the Office action closing prosecu-
tion. The comments can include a pro-
posed amendment to the claims, which 
amendment will be subject to the cri-
teria of § 1.116 as to whether or not it 
shall be admitted. The comments must 
be filed within the time set for re-
sponse in the Office action closing 
prosecution. 

(b) When the patent owner does file 
comments, a third party requester may 
once file comments responsive to the 
patent owner’s comments within 30 
days from the date of service of patent 
owner’s comments on the third party 
requester. 

§ 1.953 Examiner’s Right of Appeal No-
tice in inter partes reexamination. 

(a) Upon considering the comments 
of the patent owner and the third party 
requester subsequent to the Office ac-
tion closing prosecution in an inter 
partes reexamination, or upon expira-
tion of the time for submitting such 
comments, the examiner shall issue a 
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